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™^ TENED STATUTOF ^ PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " 

" fter ° f 37 CFR 1 * 136(a) ' ln no event ' hoWever ' ma V a re P'y be timely filed 

arter six (6) MONTHS from the mailing date of this communication, * r * . y mcu 

" if wn P n T°t ? r repl , y speoifie ^ **°r is le L ss than tnirt V (30) days, a reply within the statutory minimum of thirty (30) days will be considered timelv 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX <6\ MONTH^frnm!h« ll il ■ *■ 

- Failure to reply within the set or extended period for reply will, ^statute, cause ^ commun.cation. 

■ S:SS 6 ^ ^ mamng ^ ° f thiS — timely fi ,ed D m ^y^^ c C e 

Status 

1 )E>3 Responsive to communication^) filed on 31 July 2001 . 
2a)D This action is FINAL. 2b)(El This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-4.6-12 and 19-25 is/are pending in the application. 
4a) Of the above clalm(s) 19-25 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) IS Claim(s) 1-4 and 6-12 is/are rejected. 

7) IEl Claim(s) 1± is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)dAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 
a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 H m 0 !' 06 °l ? f ! renCeS CKed (PT °- 892) 4 > □ nummary (PTO-413) Paper No(s). 

2 U Notice of Draftsperson s Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1 
3) U Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 6) □ other: 



U.S. Patent and Trademark Office 



PTO-326 ( Re v- 04-01 ) offlce Actjon Surnmary 



Part of Paper No. 18 
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Art Unit: 2814 

The request filed on 7-02-01 for a Continued Prosecution 
Application (CPA) under 37 CFR 1, 53(d) based on parent 
Application No, 09/245,288 is acceptable and a CPA has been 
established. An action on the CPA follows. 

Claim 11 is objected to under 37 CFR 1.75(c), as being of 
improper dependent form for failing to further limit the subject 
matter of a previous claim. Applicant is required to cancel the 
claim (s), or amend the claim (s) to place the claim (s) in proper 
dependent form, or rewrite the claim (s) in independent form. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

Claims 1-4 and 6-12 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Thompson. 

The rejection is maintained as in the previous office 
action. 

In addition, Thompson teaches a delineated mounting 
surface, and a plurality of conduction sections 23 substantially 
delineating fabrication alignment. To further clarify, the 
mounting surface is substantially delineated by the substrate 
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perimeter. Also, the limitation, "substantially delineating 
fabrication alignment" is a statement of intended use which does 
not result in a structural difference between the claimed 
product and the product of Thompson. Further, because the 
product of Thompson is inherently capable of being used for the 
intended use; the statement of intended use does not patentably 
distinguish the claimed product from the product of Thompson. 
Similarly, the manner in which a product operates is not germane 
to the issue of patentability of the product; Ex parte Wikdahl 
10 USPQ 2d 1546, 1548 (BPAI 1989); Ex parte McCullough 7 USPQ 2d 
1889, 1891 (BPAI 1988); In re Finsterwalder 168 USPQ 530 (CCPA 
1971); In re Casey 152 USPQ 235, 238 (CCPA 1967). And, claims 
directed to product must be distinguished from the prior art in 
terms of structure rather than function. In re Danley, 120 USPQ 
528, 531 (CCPA 1959) . Product claims cover what a product is, 
not what a product does. Hewlett-Packard Co. v. Bausch & Lomb 
Inc., 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). 

Applicant's remarks filed 7-31-01 have been fully 
considered and are addressed supra. 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
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is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any telephone inquiry of a general nature or relating to the status (MPEP 203. 08) oj 
this application or proceeding should be directed to the group receptionist whose telephone 
number is 703-308-1782. 

Any telephone inquiry concerning this communication or earlier communications from 
the examiner should be directed to David E. Graybill at (703) 308-2947. Regular office hours: 
Monday through Friday, 8:30 a.m. to 6:00 p.m. 

The fax phone number for group 2800 is 703/305-343 1 . 




David E. Graybill 
Primary Examiner 
Art Unit 2814 



DG. 

10-Oct-Ol 



